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ReconsldaafiOT of the application is requested in view of the modifications 
above and the remarks below. Claim 2 and 8-14 are pending. Further. Applicants 
offer evidence In the form of a Declaration (DECLARATION B). submitted herewith, 
showing that the claimed and cited art referenced products differ. 

RetacHona under 35 USC 103 

1 . The Office Action rejects Claims 2. 8-14 are rejected under 35 USC 
103(a) as unpatentable over Yanagisawa et at. The rejection should be withdrawn in 
view of the remarks below. 

The r^ecBon does not establish a prima fade case of obviousness. It is well 
settled that to establish a prima facie case of obviousness, the USPTO must satisfy 
all of the following requirements. First, the prior art relied upon, coupled with the 
l<nowledge generally available in the art at the time of the Invention, must contain 
some suggestion or Incentive that would have motivated the skilled artisan to modHy 
a reference or to combine references. In re Fine, 5 USPQ2d 1596, 1598 (Fed. Cir. 
1988). Second, the proposed modification must have had a reasonable expectation 
of success, as determined from the vantage point of one of ordinary skill in the art at 
the time the inventkm was made. Amgen v. Chugai f^amfmoeutKal Co. 18 USPQ 2d 
1016, 1023 (Fed Or. 1991), cerf. dsn«8tf502 U.S. 856 (1991). Third, the prior art 
reference or combination of references must teach or suggest all of the limilations of 
the claims. In re mson, 165 USPQ 494. 496. (CCPA 1970). The rejecUon shouM be 
withdrawn in view of the remarlcs below. 

Applicants' invention is directed to an optical data carrier comprising a 
transparent substrate, a wn'teble information layer applied to a surface of said 
substrate and an optional reflection layer, said writable infomiation layer containing 
at least one phthalocyanine dye of the general fomiula I, 
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(S02-NH-A.NR'R^)x 

formula 

(S03H)y 



CuPc represents a copper phthalocyanine group, 

A represents an optionally substituted straight chain or branched QyCe 
alkylene, 

and R^. independently represent a member selected from the group 
consisting of hydrogen, ^ralght chain or branched CrCe allcylene. 
substituted Ci-Ce hydroxyalkyl, and an unsubstituted d-Ce alkyi group, 
or R^ end R^ together with the nitrogen atom to which they are bonded 
denote a heterocyclic 5- or e-membered ring , optionally containing 
another heteroatom 

X is 2.0 to 4.0, 

y is0to1.5and 

and the sum of x and y is 2.0 to 4.0. 

The Office Action alleges that: 

Yanagisawa et al. '171 teaches in example 1, the application of a 
silicon phthalocyanine dye having four sulfoamido groups bound to 
the phenyl rings of the phthalocyanine moiety in a methanol 
solution to a polycarbonate substrate to a thickness of 0.2 microns, 
followed by a gold reflective film and a UV cured resins protective 
layer and its use as an optical recording medium. (517-58). The 
use of various metal centers, such as Cu is disclosed. (3/67-68). 
The substituents may be between 0 and 4 (3/64^6). Useful reflective 
layers are disclosed. (4/10-18). Useful solvents for the recording 
film, including tetrafluoropropanol. methanol, diacetone alcohol, 2 
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Gthoxyethanol (CELLOSOLVE) 2-methoxyethanol, and isopherone 
are disdosed (4/5-9). 

It would have been obvious to one skilled In the art to modify the 
example of Yanac^sawa et al. '171 to use a copper metal center, 
rather than the Si metal center with a reasonable expectation of 
achieving comparable resuits based upon the disclosure of 
equivalence. Further it wouid have been obvious to use mixtures of 
the solvents disclosed as usefuf with these compounds to provide a 
good coating solution. 

Based upon the location of the substituents in the formula and their 
association (x and y combined add to between two and four), the 
examiner interprets the coverage to require the redted 
substitutents to be bound to the phthaiocyanine moiety and not the 
metal (copper). 

The applicant argues that the dyes of the daims have significdntly 
improved solubility over those of the prior art and has submitted 
dedaration evidence to support this. The argument concerning the 
iigands on the central metal is rendered moot by the use of metals 
such as copper which have fewer coordination sites than silicon. 
The chemist of the central metal controls the number of 
coordination sites, not the formula of Yanagisawa et al. *1 71 . As 
pointed out by the applicant copper does not have suffident 
coordination sites to bond the hydroxyl moieties, but this Is inherent 
to the metal and the sui>stitutIon of the copper would be fbr the 
siliooii and hydroxyl moieties. Dr. Joseph-Walter STAWITZ has 
submitted a dedaration alleging evidence of unexpected results. 
The examiner holds that the shoviring is not commensurate In 
scope witti the coverage sought. The examiner notes that the 
daims embrace x = 4 and y=0. which is more analogous to the 
prior art compound III. Cleariy a group such as SO3H, which is able 
to undergo dissodation would contribute to the dfesolution of the 
compound in a polar solvent The point of attachment Is somewhat 
vague in the claim as well, which undercuts the applicants 
arguments concerning Iigands on the central metal The examiner 
notes that the solvents are not spec'rfied in the majority of the 
daims either, and would require more data to be commensurate in 
scope with the broad coverage sought The equivalence of the 
central metals in the examiner's position still stands and the 
examiner notes that the comparative data between dyes I and II 
seem to indicate that the substituents are more important than the 
centra] metal, which ie different from the argued position of the 
applicant (OfRoe Action, page 2 para. 3 through page 4, para. 1). 
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Yanagisawa et al discloses radicals of the Pc. for example, sulphonamide. 
However, in the radicaJ disclosed, the meteil atom of the Pc must have llgands. In 
fact, Yanagisawa et ai discloses at least one ligand Ri and/or R2 (ool 3, line 59). 

Further, the Office Action alleges that the use of various metal centers such 
as Cu is disclosed at col 3» line 68. Unfortunately, however. Applicants t)elleve that 
there is no CuPc known having llgands at the Cu atom. And, there is neither a 
compound claim nor a process for the preparation of such a compound disclosed 
therein. Thus, Applicants' believe that the disclosure in Yanagisawa et al was made 
inadvertently. Further, Yanagisawa et al does not disclose any examples in which 
the dye has a Cu-atom as a center. Therefore, it would not have been obvious for 
one skilled in the art to modify Yanagisawa et al and use a copper metal center 
rather than a SI metal center with a reasonable expectation of achieving comparable 
results of Applicants' inventton. 

Applfeants' Declaration compared dye I (of Applicants* present Invention) with 
dye III (Yanagisawa et al). Dye III does not contain sulpho groups. The Examiner 
alleges that the 0.3 SOaH In Applicants' dye I could Improve the solubility compared 
with a dye, for example, dye III without any SO3H groups. However, the effect as set 
forth in the Declaration is not exclusively attributed to the metal center. The 
Applicants' have compared dye t without SO3H groups. 

From DECLARATION B (Applicants are submitting a copy of the Declaration 
In which the signature is not clear. Applicants are requesting that the Examiner 
acknowledge the infomnation from this documents and the Applicants will fonvard a 
more dear copy as soon as possible) the number of SO3H groups within the 
contested range is In-elevant relative to the properties shown. The comparison with 
the compound III (Si as metal center) shows that the effect is based atone on the 
different metal centers. 
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The Examiner alleges that "[t]he equivalence of the oentral nrtetals In the 
Examiners' position still stands and the comparative data between dyee I and II 
seem to Indicate that the substitutents are more important than the central metal, 
which is difFerent that the argued position of the applicant" (page 3. line last line - 
page 4, line 2). 

However, there Is no support for the Examiner's allegation that Tthe chemistry 
of the central metal controls the number of coordination sHes, not the formula of 
Yanaglsawa et al "171 set for the in the Office Action page 3. Rather, the formula Is 
the only limiting disclosure of Yanagisawa et al and fonnula I requires two llgands at 
the metal center. Compounds that have no Uganda are not covered by this formula. 



2. Claims 2, 8-14 are rejected under 35 USC 103(a) as unpatentable over 
Miyazaki et al In view of Kovacs et al. The rejection should be withdrawn in view of 
the remarks k>elow. 

The Office Action alleges: 

Miyazaki et al. JP 63-307g87 teaches optical reconjjng media 
embraced by thefomnula except in examples 1, 8, 13 and 15. but 
use different metal centers. These are spin coated fnam ChIorx>fonn 
solutions onto a polymeric substrate. 

Kovacs et al. EP 0519395 teaches various central metals, metal 
oxides and metal chlorides, including Cu, (3/55-57). The use of 
various solvents is disclosed. (12/29-36). The use of binders is 
disclosed. (12/37). 

It would have been otivtous to one skilled in the art to modify the 
example of Miyazaki et at, JP 63-307987 to use a copper metal 
center, rather than the metal center of examples 1 , 8, 1 3 end 1 5 
with a reasonable expectation of achieving comparable results 
based upon the disclosure of equivalence by Kovacs et al. EP 
0519395 and the direction to use metals in general by Miyazaki et 
aL JP 63-307987. Further ft would have been obvious to use 
mixtures of the solvents disclosed as useful with these compounds 
to provide a good coating solution. 

In addition to the basis provided above, the examiner notes that 
example 1 (V=0), 13 (Ti=0) and 15 (Pb) do not have hydroxyl 
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moieties and therefore are not addressed by the data of the 
applicant. The examiner particulaHy points to the use of Pb in 
example 15 which lacks ligands on the central metal. The 
examiner cites Kovacs et al. to support the equivalence of the 
central metal and does not suggest the use of the phthalocyanine 
compounds of Kovacs et al. The eomparaslon should therefore be 
with MiyazakI et al. JP 63-307987. not Kovacs et al. EP 0519395 
(Office Action, page 4. para 4 through page 5, parei. 1 ). 

IVIiyazakI et al dlsdoses Pc having sulphonamido groups, however no Cu 
atom is disclosed as metal center as In Applicants' invention. Compounds similar to 
those of exp.1 and 8h of MIyazaki et al were compared with Applicants' invention of 
Example 1. Applicants* invention provided a substantially better solubility in the 
most common solvents used for spin coating processes such that product was 
completely dissolved (see Declaration, pages 3 and 4. provMed herewith). 
Specifically, the compounds of MIyazaki et al cannot be used for this application 
technique wHhout causing serious problems in the production line Including that the 
product does not completely dissolve (see Declaration, page 3. provided herewith). 

Further, a comparison with the dye having the Pb-metal center of exp. 14 of 
the table of MIyazaki et al. The respective Pb-dye can not be synthesized, (see 
DECLARATION B). Further, the enclosed article "Phthalocyanines. Part VII. 
Phthalocyanine as a Co-ordinating Group. A General Investigation of the Metallic 
Derivatives- by P. A. Barrett. C. E. Dent, and R. P. Linstead. further confirms that 
this Pb-dye cannot be fomiulated. Thus, neither MIyazaki et al nor Kovacs et al, 
alone or in combination, teach or suggest Applicants' Inventkm. Reconsideration is 
requested. 

3. Claims 2, 8-14 are rejected under 35 USC 103(a) as unpatentable over 
Yanagisawa et al in view of Sasawaka et al and IMett et al. 
The rejection should be withdrawn in view of the remarics betow. 

The Office Action alleges that: 

Sasakawa et al. '094 who cleariy points to the use of solvent 
mixtures for phthac^nlne dye solutions used to cast optical 
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recording media layers and Nett at al. '064 which teaches copper 
phthalocyanlne dyes having four sultoamido groups bound to the 
phenyl rings of the phthacyanine moiety are known to be 
compatible with various binders, such as cellulosic polymers and 
that these are soluble In various solvents including those disclosed 
by Sasakawa at al. -094 whteh further rendeia the nKTdificata'on of 
the examples of Yanagisawa et al. '171 by the use of mixed 
solvents obvious. (Office Action, page 5, line 19 to page 6, line 3). 

However as dlacussed, Yanagisawa et al the radicals of the Pc may be a 
sulphonamide. but the metal atom of the Pc must have llgancfs. at least one (col 3. 
line 59). and there is no teaching or suggestion of CuPc having ligands at the Cu 
atom. Thus, Applicants believe that there Is no CuPc known having ligands at the 
Cu atom, there is neither a compound claim nor a process for the preparation of 
such a compound disclosed therein and that the disclosure In Yanagisawa et al was 
made inadvertently. Accordingly, one skilled in the art would not modify Yanagisawa 
et al with the teachings of Nett et ai and Sasakawa et al and arrive at Applteants' 
invention. 

Regarding Sasawaka et al. Sasawaka et al disctoses a process for the 
preparation of optical data storage media containing Pes using special solvents. 
However. Sasawaka et al does not disclose CuPc of formula 1 of Applicants' 
invention. Thus, Sasawaka et al does not suggest the dye to be used In the 
information layer, and specifically not the dye of Applicants' invention. Sasawaka et 
al in col 3 line 30-40 disdoeea phthatocyanine. but no CuPc of Applicants- invention 
is disclosed. Applicants' Invention including dye of fbmiula i, is not taught or 
suggested tiy Sasawaka et al. 

Regarding Nett el al. Nett et al merely discloses surface finishes or printing 
inks having a pigment Including CuPc that are soluble In various solvents. The mere 
fact that references can be combined or modified does not render the resultant 
combination obvious unless the prior art also suggests the desirability of the 
combination. In re Mills. 916 F.2d 680, 16 USPQ2d 1430 (Fed. CIr. 1990). Even 
though Nett et al may teach various solvents including those disclosed by 
Sasakawa et al. there Is no teaching or suggestion to use the phthalocyanlne dyes 
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Of the printing inks and surfiaoe finishes In Nett et al in the optical recording layeis of 
Sasalcawa et al. Further, thers is no teaching or suggestion then to further modJIy 
Yanagisawa et al with the solvent. Reconsideration is requested. 

4. The Office Action rejects Clafms 2 and 8-14 under 35 use 103(a) as 
unpatentable over Yanagisawa et al in view of Sasakawa et al and Nett et al and 
further in view of Lacroix, Crouse and MiyazakI et al. The rejectton should be 
withdrawn in view of the remarte below. 

The Office Action alleges that: 

Lacroix et al. '650 teaches phthalocyanine compounds embraced 
by the daims. but discloses them only for use as dyes, p^cularlv for 
oeiiulosic materials such as paper. (Offtee Actton. page 6. para. 4) 

The Office Aotton alleges that 

Crouse 710 teaches phthalocyanine compounds embraced by the 
claims, but discloses them only for use as dyes, for cellulosk: 
materials. (Office Actton. page 6, para. 5) 

The Office Actton aHeges that: 

It wouW have been obvious to one skilled in the art to modify the 
invention of Yanagisawa et al. '171 as combined with Sasakawa 
et al. '094 and Nett et al. '084 by using the phthalocyanine dyes 
taught by lacroix et al. '650 and Crouse 710 with a reasonable 
expectation of success based upon their compatability with 
cellutosic binder materials and the teachings by Miyazaki et al jp 
0|M 33790 that -SO3H and -S02NH(CH2)3N(C2H5)2 substituted 
phthatocyanines are useful in opttoal recording media. (Office 
Actton, page 7. para 1 .) 

As discussed. Applicants are submitting DECLARATION B in which the 
compound of Miyazaki et al does not seem possible to synthesize (Declaration, 
pages 2-3). Thus. Yanagisawa et al. Sasakawa et al. Nett et al. Miyazaki et al, 
Lacrobc or Crouse. either alone or in combination, teach or suggest Applicants' 
invention. Reconskferatton Is requested 
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Of the modifications and remarks above, a Notice of Allowance Is earnestly 



LANXESS Corporation 
1 1 1 RiDC Park West Drive 
Pittsburgh, Pennsyivania 15275-1112 
(412)809.2232 

FACSIIWILE PHONE NUMBER: 
(412)809-1054 

S:\Chem PfOsburghVLaw 8hare(nSHAREOU[>V>ATehrrsW84(»6840 and fax.doc 



Respectfully submitted. 
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This Page is Inserted by IFW Indexing and Scanning 
Operations and is not part of the Official Record 

BEST AVAILABLE IMAGES 

Defective images within this document are accurate representations of the origin; 
documents submined by the applicant. 

Defects in the images include but are not limited to the items checked: 

^BLACK BORDERS 

Q-IMAGE CUT OFF AT TOP, BOTTOM OR SroES 

□ FADED TEXT OR DRAWING 

□ BLURRED OR ILLEGIBLE TEXT OR DRAWING 

□ SKEWED/SLANTED IMAGES 

□ COLOR OR BLACK AND WHITE PHOTOGRAPHS 

□ GR.\Y SCALE DOCmiENTS 

aLlNES OR MARKS ON ORIGINAL DOCUMENT 

□ REFERENCE(S) OR EXHIBIT(S) SUBMOTED ARE POOR QUAUTY 

□ OTHER: • 

IMAGES ARE BEST AVAILABLE COPY. 
As rescanning these documents will not correct the image 
problems checked, please do not report these problems to 
the IFW Image Problem Mailbox. 



